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Office Action Summary 



Application No. 
09/226,046 



Applicant(s) 



Reppert et al. 



Examiner 



Michael Pak 



Group Art Unit 
1646 





X Responsive to communication(s) filed on Dec 5, 2000 _ ' 

X This action is FINAL. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Quay/e, 1 935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days whichever 

is longer from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

X Claim(s) 33 -35 and 37-77 



is/are pending in the application. 



Of the above, ciaim(s) 34, 37-52, 54. 56. 58, and 60-77 

Claim(s) _ — — 



X Claimfs) 33, 35, 53, 55, 57, and 59 

Z Claimfs) . 

~] Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved ^disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(aHd). 

n All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
H received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the Internationa! Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



Z Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

"] Notice of References Cited, PTO-892 

I Information Disclosure Statements), PTO-1449, Paper Note). 
' Interview Summary, PTO-413 

I. Notice of Draftsperson's Patent Drawing Review, PTO-948 
H Notice of Informal Patent Application, PTO-152 
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Part of Paper No. 



Application Mo: 09/i:.6,«>46 
A,t. Unit:: 164 6 

DETAILED ACTION 



■~< , , v- t q m ^ r \ P S I J # 

.j L U Up -l f l - 1 1"' - - - - ' 



;,, 57, and 



^.linnr's elation without traverse ■ 

1:1 PapeFNo.-n is a pledge:!. Clai;ns 

RrirVran o; nr.tft that exaniner may have 
5 -i read or this spec:es. App.Lcan_ 

■ . r Vrn- should have 

inadvertantl y in^Lu-J-u ,iai.i. 

Men in Group II. E,.a..iner agrees and appreciates the 



con: ec t lor. 



.. - n i" /i , and 

This application contain* v.*o ■ • 

, :. n , v .,,. P ip,-tM with traverse in Paper 

'i- / ; ul awn -' ■ • - 

-,, tc the final reaction must include 



. r, . A coro.pl v to rep. _ 

.ion of none looted claims or 

; FR 1.14 4) MFEP § * 1 • 1 ; 1 • 



_ _ _ other appropriate action v 

cancel rat] 



Clai* Elections - 35 VSC S 1X2, first paragraph 

■"laircs 33, », 55, 57, ml 59 art rejected under 35 

r. = .c. first. ,ar-a 3 ra P h, as contains sublet natter which 

™s'r.c,t described !„ the eviction in such a way as to 

, i- - r -.i„ T ,r^ ; =,ri- that the 
reasonably convey ,o one skUlo. in tne 

inventcrls), at th, time the application was filed, had 
possession of the claimed invention. This is a written 

description reject ion. 

daima encpass a genus of melatonin receptor, fragment or 

+-k,-> nQQpnti dl 

analog without specific structure. now,-,, ^ ~~ - 



Appl i- <- : t. . w.. u-.y. ■ 
/xVi Unit: 1.64 b 

, . 1( . t - h ,:, s{ ^cific human melatonin receptor 

feature of the invent i- Ui.. -I - 

■ : „ „ f qFr, t d I JO : 12. Un l ••• < ^ JL -* - ' 
.iUylnd Co. ^IFO ^VSPCTV, llo* hel r that a generic- claim to 

, r f^- ' at protein sequence was 

■ . ^ - • f i.-at;ion. 

, ;crl ,-„Pd aid not Lave midQU d,.:,.u. .f.i 

fir human melatonin receptor 
„ 4-K 0 ,-, n ' V disclosure •••• '» J- ~ 



a stecii 

for the genus; of human 



does not have written t 

, _ ..-., 1 -^-,:,c; be envisioned, 

melatonin ie--~pt — - - 

o 95 r/SC 5 112, second paragraph 
Claim Rejections - 35 U&c S- 

. c v„ E7, and 59 are rejected under 25 

4 olaii'.'S j 1 ', ~-> J > --' ' 

, r -,. h a - heiriQ indefinite far failing to 
U = c 112, second paragraph, a.. ix.n i 

, . ni .^.rin-tly claim the subject matter 
particularly point out «nd .^tmoL j 

wh.eh applicant regards as the invention. 

.. ., [: , ,., ev, and 59 encompass fragments and 
Claims ~<-', -a, -' - ' --' ' 

- v not -l.=ar because no structural 
analogs the metes and bounas ai, not 

limitations are provide-::. 

„..„ ,„d H ,,,,-.pas ; - the t«» -hybrid!,*, under the 

. ■ -,,» rv ie . metes and Dc-uud=> a„ — -- 
condition of hign str rngon, J , ^- - 

because it is a relative term. 



Priority 

fcr domestic priority under 25 U.S.C. 1, 

thr r ro visional application upon 
is acknowledged. How-v«i, tto, P-^- - 



b d; 1 leant ' s claim 

which 



Application No: 09 '226, 04 6 
Ar t; An i t : 1 64 <■ 

priority Is o' aimed fails to provide adequate support under 00 
n.s.C. li? for claims 00, 05, 50-60 of this application. 
CDolioati oi Co/2 6.^ ll^O Tioos not disci osrr'the "t:*iman melatonin 
r e c e p - 1 o r :*f S A Q ID MO : 1 0 . 

Claim Rejections - 35 USC §102 

g. The rollev/ing is a quotation of the appropriate paragraphs 
of 05 U.S. OA 102 that; to rin the basis for the rejections under 
c; 3 p .-a- : ^ri :;er io in thi.s Africa ac:tion; 

A cer.:rn slvOi be entit Led to a patent unless -- 

no th^ -n-.-^nti-n was patented or described in a printed publication in 
tn ; 3 ",\; a f-.reion country or in pablic use :>r on sale in this country, mor< 
than ore y, ar prior to the daO: of application t r patent in o,- United 
Scat*: , . 

7. Claim 33 is rejected under 55 U.S.C. 102 (b) as being 
anticipated fcy Ying et al. (BM) . 

Y _ n ,| e t al. reach human melatonin receptor assay (page 93, 

second column and figure 3) . 

3. T ; : , e orior art made of record and not relied upon is 
considered pertinent tc applicant's disclosure. 

Erisawa et a A is a oummulative reference with Ying et al. 



No rlaims are allcwed. 



Ap.pl.. i. cat: i on No: iV\/2 2b, 04 t q 
_Ar t. Unit: - 6-1 

• , . Af:pl i.cant:. T r> amendment necessitated the nev/ qreund(s) or 

. ■. : >, v v-, ( - ^^j-.T-i m t- ni q nff irp arHon. Aeso r d .i. n< 1 1 y, THIS 

^ACTION IS MADS FINAL, tee MPF.P § 706.07(a). Applicant Ts 
reminded o.: die extension of Lime policy as sot 1:01:00. in 3' 



A sh ,r 1.0:1 - 1 stacutory period b r reply t- this final action 
; c - c,n r - THP3CE MONTH;", from the mailino dare vf this 

a-;t;ion/ In Vhe evert a first reply is filed within 'TWO MONTHS of 
One !i;.a:lioi :iate e,f this final action and the advisory action is 
n ..O: :iail-d until after i:ne -nd O'f the TOlPEP-M »NTH s.n>rrcreol 
statutory veno .1, then too- oortco :l statutory per. end ./il l. expire 
^ f - lit' the advisory action i.s mailed, and any extension fee 
pursuant t • 07 OtF :.136;a; will, be calculated from the mailing 
cate of lh-< -:-:v . s oy action. in no event will, the statutory 
p; ir i-,-j f-,r re'e 0/ expire later man SIX MONTHS from the date of 
this i ._nal a 0 1 0 >n . 



1 L Anv inquire ■ :oi,.:e rrnng this cc-MainieOicn :-r earlier c ::>i:imunica tions frara 
the examiner should be riireeted to Michael Pak, whose r.elephon- numl.er is 
(703) 300-70 :-3. Tlie examiner can normally be reacned on Morel a;/ through Friday 
f 1 om 0 : AM t ■■ 6 : 00 PM. 

If atomic to re ion the exarruner by telephone are unsuccessful, the 
examiner's 3 upei*v l s ar , Yvonne Eyler, can be reached on (703, 3'8-o56~l. 

0:f,,:,L papers filed by fax ohtaLd be directed to (703) 300-404;. 
F.txed draft :r informal commum ant 1 ans with the examiner should be directed to 
1 703; :PO- -02 M . 

7vn' r nauitv of. a general nature cr relating to the statu,: of this 
application :>r proceeding should 1: e directed to the Si cup receptionist whose 
telephone number is (703) 300-0106. 



m.chae.. Pat 

} 1. i r. i r y Patent Examiner 

A : t On it 164 6 

2 3 February 30 01 



